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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 41-45, drawn to an apparatus, classified in class 1 18, subclass 
723R+. 

II. Claims 46-48, drawn to a method, classified in class 438, subclass 460. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions II and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus as claimed can be used to practice another and 
materially different process such as a die-separation process or a synthesize process. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, and the inventions require a different field of search, restriction for 
examination purposes as indicated is proper. 

During a telephone conversation with Patrick on Boucher a provisional election 
was made without traverse to prosecute the invention of Group I, claims 41-45. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 46-48 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

Non-initialed and/or non-dated alterations have been made to the oath or 
declaration (see the citizenship of the first inventor). See 37 CFR 1 .52(c). 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. [1] as follows: 

This application is claiming the benefit of prior-filed nonprovisional application 
No. 09/839360 under 35 U.S.C. 120, 121, or 365(c). Copendency between the current 
application and the prior application is required. Since the applications are not 
copending, the benefit claim to the prior-filed nonprovisional application is improper. 
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Applicant is required to delete the reference to the prior-filed application from the first 
sentence(s) of the specification, or the application data sheet, depending on where the 
reference was originally submitted, unless applicant can establish copendency between 
the applications. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 41-44 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kurihara et al., US 5,565,249. 

Kurihara et al. discloses the invention as claimed including a plasma torch 
comprising: an outer nozzle 2c/53c; an inner nozzle 2b/53b, the inner nozzle including a 
conduit passing through the inner nozzle from an inlet side toward an outlet; a toroidal 
transformer core 1 1 surrounding the conduit; a bypass providing a return path for a 
secondary plasma current circuit around the toroidal transformer core; wherein the inner 
nozzle comprises metal and further including a dielectric spacer 10 in the inner nozzle 
(see, for example, figs. 3 and 12 and their descriptions). 

With respect to claims 43-44, such limitations are directed to method limitations 
instead of apparatus limitations, and since an apparatus is being claimed as the instant 
invention, the method teachings are not considered to be the matter at hand, since a 
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variety of methods can be done with the apparatus. The method limitations are viewed 
as intended uses which do not further limit, and therefore do not patentably distinguish 
the claimed invention. The apparatus of Kurihara et al. is capable of supplying a first 
gas through the conduit and a second gas through the bypass, the first gas (oxygen) 
being different than the second gas (hydrogen), as claimed, if the process to be perform 
in the plasma torch requires the claimed gases. Furthermore, note that the Kurihara et 
al. reference further disclose the use of both oxygen gas and hydrogen gas (see, for 
example, col. 7, lines 53-58 and col. 8, lines 1-4). 

Claim 41 and 45 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Smith et al., US 6,150,628. 

Smith et al. discloses the invention as claimed including a plasma apparatus 
comprising: an outer nozzle (right hand side of plasma source 10); an inner nozzle (the 
left hand side of plasma source 10), the inner nozzle including a conduit passing 
through the inner nozzle from an inlet side toward an outlet; a toroidal transformer core 
16 surrounding the conduit; a bypass providing a return path for a secondary plasma 
current circuit around the toroidal transformer core; wherein a primary coil is disposed to 
couple electro-magnetic energy to the toroidal transformer core (see, for example, fig. 1 
and its description). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurihara 
et al., US 5,565,249 in view of Smith et al., US 6,150,628. 

Kurihara et al. is applied as above but does not expressly disclose the claimed 
primary coil. Smith et al. discloses a toroidal transformer core to which a primary coil is 
coupled (see, for example, fig.1 and its description, col. 2, lines 55-57, col. 4, lines 20- 
22 and 44-46). Therefore, in view of this disclosure, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the 
apparatus of Kurihara et al. as further comprise the primary coil in order to couple 
electro-magnetic energy to the core. Note that the apparatus of Kurihara et al. modified 



Application/Control Number: 10/769,216 Page 7 

Art Unit: 1763 

by Smith et al. will comprise a primary coil and a toroidal core enclosed within the inner 
nozzle. 

Claims 41-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tapphorn et al., US 2002/0168466 in view of Kurihara et al., US 5,565,249. 

Tapphorn et al. discloses the invention substantially as claimed including a 
plasma apparatus comprising: an outer nozzle; an inner nozzle; the inner nozzle 
including a conduit 37 passing through the inner nozzle from an inlet side toward an 
outlet; a bypass 33; wherein the inner nozzle comprises metal and further including a 
dielectric spacer 36 in the inner nozzle (see, for example, fig. 6 and its description). 

Tapphorn et al. does not expressly disclose the toroidal transformer core. 
Kurihara et al. discloses a plasma apparatus comprising an outer nozzle 2c/53c, an 
inner nozzle 2b/53b including a conduit passing through the inner nozzle from an inlet 
side toward an outlet side, and a toroidal core 1 1 surrounding the conduit (see, for 
example, figs. 3 and 12, and their descriptions). Therefore, in view of this disclosure, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the apparatus of Tapphorn et al. as to further comprise the toroidal 
core surrounding the conduit in order to generate magnetic field in order to optimize the 
apparatus and/or the process performed in the apparatus. 

With respect to claims 43-44, such limitations are directed to method limitations 
instead of apparatus limitations, and since an apparatus is being claimed as the instant 
invention, the method teachings are not considered to be the matter at hand, since a 
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variety of methods can be done with the apparatus. The method limitations are viewed 
as intended uses which do not further limit, and therefore do not patentably distinguish 
the claimed invention. The apparatus of Tapphorn et al. is capable of supplying a first 
gas through the conduit and a second gas through the bypass, the first gas (oxygen) 
being different than the second gas (hydrogen), as claimed, if the process to be perform 
in the plasma torch requires the claimed gases. Furthermore, note that the Kurihara et 
al. reference further disclose the use of both oxygen gas and hydrogen gas (see, for 
example, col. 7, lines 53-58 and col. 8, lines 1-4). 

Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tapphorn et al., US 2002/0168466 in view of Kurihara et al., US 5,565,249 as applied to 
claims 41-44 above, and further in view of Smith et al., US 6,150,628. 

Tapphorn et al. and Kurihara et al. are applied as above but does not expressly 
disclose the claimed primary coil. Smith et al. discloses a toroidal transformer core to 
which a primary coil is coupled (see, for example, fig.1 and its description, col. 2, lines 
55-57, col. 4, lines 20-22 and 44-46). Therefore, in view of this disclosure, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the apparatus of Tapphorn et al. modified by Kurihara et al. as further 
comprise the primary coil in order to couple electro-magnetic energy to the core. Note 
that the apparatus of Tapphorn et al. modified by Kurihara et al. and Smith et al. will 
comprise a primary coil and a toroidal core enclosed within the inner nozzle. 
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Claims 41-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tapphorn et al., US 2002/0168466 in view of Smith et al., US 6,150,628. 

Tapphom et al. discloses the invention substantially as claimed including a 
plasma apparatus comprising: an outer nozzle; an inner nozzle; the inner nozzle 
including a conduit 37 passing through the inner nozzle from an inlet side toward an 
outlet; a bypass 33; wherein the inner nozzle comprises metal and further including a 
dielectric spacer 36 in the inner nozzle (see, for example, fig. 6 and its description). 

Tapphorn et al. does not expressly disclose the claimed toroidal transformer core 
or primary coil. Smith et al. discloses a toroidal transformer core 16 (to which a primary 
coil is coupled) coupled to a gas conduit/nozzle (see, for example, fig. 1 and its 
description, col. 2, lines 55-57, col. 4, lines 20-22 and 44-46). Therefore, in view of this 
disclosure, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the apparatus of Tapphorn et al. as further comprise 
a toroidal core surrounding the gas conduit/nozzle in order to couple electro-magnetic 
energy to activate the gas going through the gas conduit. Note that the apparatus of 
Tapphorn et al. modified by Smith et al. will comprise a primary coil and a toroidal core 
enclosed within the inner nozzle. 

With respect to claims 43-44, such limitations are directed to method limitations 
instead of apparatus limitations, and since an apparatus is being claimed as the instant 
invention, the method teachings are not considered to be the matter at hand, since a 
variety of methods can be done with the apparatus. The method limitations are viewed 
as intended uses which do not further limit, and therefore do not patentably distinguish 
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the claimed invention. The apparatus of Tapphorn et al. is capable of supplying a first 
gas through the conduit and a second gas through the bypass, the first gas (oxygen) 
being different than the second gas (hydrogen), as claimed, if the process to be perform 
in the plasma torch requires the claimed gases. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luz L. Alejandro whose telephone number is 571-272- 
1430. The examiner can normally be reached on Monday to Thursday from 7:30 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on 571-272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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